Remarks 

The following remarks are intended to be fully responsive to the Office Action mailed June 2, 
2006: 



Claims 1-23 are pending. Claims 1-23 are subject to restriction. Claims 7-11 and 17 and 19-23 
are provisionally withdrawn. Claims 1, 5-6, 12-13, and 18 are rejected under 35 U.S.C. § 102(b) 
as being anticipated by Ishida et al. (U.S. 6,312,159). Claims 2-4 and 14-16 are rejected under 35 
U.S.C. § 103(a) as being unpatentable over Ishida '159 in view of Belsanti (U.S. 4,398,507). 
Claims 4 and 16 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Ishida '159 in 
view of Patchen et al. (U.S. 3,739,657). 

Restriction Requirement : 

The provisional election of May 12, 2006 electing claims 1-6, 12-16, and 18 is hereby 
affirmed. 

Claims Rejection; §102(b) 

Claims 1, 5-6, 12-13, and 18 are rejected under 35 U.S.C. §102(b) as being anticipated by 
Ishida et al. '159. For a rejection to be proper under 36 U.S.C. § 1 02(b), every clement and 
limitation found in the rejected claim must be found in the reference. "A claim is anticipated 
only if each and every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co. of California, 814 
F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). (emphasis added). See MPEP §2131. 

With respect to claim 1, the Examiner states in part, ". . .a squirt hole (le) is formed there 
through with a first end. . .facing the crank arm bore and a second end. . .facing away from the 
connecting rod. . .the second end. . .has a diameter at least as large as the diameter of the first 
end...", (emphasis added). Claim 1 is amended herein to include the limitations of dependent 
claim 2 and now recites, in part, "a squirt hole having a first and second bore. . . wherein (the) 
second diameter (of the second end of the second bore) is larger than said first diameter (of the 
first end of the first bore)" , (emphasis added). Claim 2 is cancelled herein. Figure 1 shows bore 
36 of squirt hole 30 being larger than bore 38, which is further supported in paragraph [0021], 
unlike the uniform-diameter, single-bore oil passage (le) of Ishida ' 159. As each and every 
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element of amended claim 1 is not found in Ishida '159, that reference does not anticipate the 
present invention, and therefore the § 102(b) rejection is improper. Accordingly, amended claim 
1 is in proper condition for allowance. 

Claims 5-6 ultimately depend from amended claim 1, and are allowable for at least the 
same reasons as claim 1 is allowable. Additionally, with respect to claims 6 and 13, the 
Examiner states in part, "separating the cap. . .is a method step in an apparatus claim, therefore it 
does not hold any patentable weight other than the structure it imparts. . .". Claim 6 is amended 
herein to recite, in part, ". . .wherein said cap is configured for separation from the body. . .and is 
boltable to the body." (emphasis added). Also, claim 13 is amended herein to recite, in part, "a 
squirt hole having a first and second bore, (the) first bore having a first end with a first diameter 
and (the) second bore having a second end with a second diameter. . . wherein (the) second 
diameter is larger than (the) first diameter ". Also, claim 13 is further amended to recite, "wherein 
a cap portion of the body has a fracture line for facilitating separation from the body, and-is 
boltable onto the body to form the crank arm bore." As Ishida et al. '159 does not disclose a 
squirt hole having a second diameter greater than a first diameter, and as the cited method steps 
of claims 6 and 13 have been removed, the § 102(b) rejection is improper, and amended claims 6 
and 13 are properly allowable. 

As to claim 12, the Examiner states "[t]he drilling process. . .is a method step in an 
apparatus claim; therefore it does not hold any patentable weight other than the structure it 
imparts, which is a hole." Claim 12 is cancelled herein. 

As to claim 18, the Examiner repeats the method step argument discussed above with 
regard to claim 12. Claim 18 is cancelled herein. 

Claims Rejection: §103(c) 

Claims 2-3 and 14-15 are rejected under §103(a) as being unpatentable over Ishida '159 
in view of Belsanti '507. The Examiner states in part, "Ishida (US '159). . .fails to teach the 
second end of the squirt hole having a larger diameter than the first end. . . [i]t would have been 
obvious. . .to modify Ishida such that the second end has a larger diameter. . .in view of 
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Belsanti. . . to allow the oil to exit the hole with a larger spray pattern ." (emphasis added). As 
previously stated, claim 2 is cancelled herein. However, its limitations are added to amended 
claim 1 . 

For a rejection to be proper under 35 U.S.C. § 103(a), the prior art reference or references 
must teach or suggest all the claim limitations. MPEP § 2143. A proper rejection under 35 
U.S.C. § 103(a) requires that the Examiner establish prima facie obviousness. As recited in the 
MPEP, "[t]he Examiner bears the initial burden of factually supporting any prima facie 
conclusion of obviousness. If the examiner does not produce a prima facie case, the applicant is 
under no obligation to submit evidence of nonobviousness." MPEP §2142. 

Three basic criteria must be met to establish prima facie obviousness. MPEP §2142. 
First, there must be some suggestion or motivation to modify a reference or combine teachings. 
Id. Second, there must be a reasonable expectation of success. Id. Third, the prior art reference 
or references must teach or suggest all the claimed limitations. Id. 

The Examiner's suggested motivation for combining Ishida '159 with Belsanti '507 for 
the purpose of producing a larger spray pattern is improper. The direction of oil flow in both 
Ishida '159 and the present invention is toward the bore interface. In the present invention, this 
flow is therefore toward the smaller first diameter, i.e. the diameter facing the crank-arm bore 18 
(see Figure 1), and not the larger. The size discrepancy in the respective diameters 36, 38 of the 
squirt hole of the present invention therefore would not produce a larger spray pattern as 
suggested, and so the suggested combination would not teach or suggest all of the claimed 
limitations as required for a proper § 103(a) rejection. Further, there would be no motivation to 
combine Ishida '159 with Belsanti '507, as by doing so the pilot hole or larger bore 36 of the 
present invention would have to be on the inside of the connecting rod 10, requiring removal of 
the cap 22 contrary to present the invention, rather than on the outside as claimed. Accordingly, 
the § 103(a) rejection in improper. 



As to claim 3, the Examiner states in part, "(the) two-step drilling operation. . .is a method 
step in an apparatus claim; therefore it holds no patentable weight other than the structure it 
imparts, a hole with two diameters." Claim 3 is cancelled herein. 
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